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DETAILED ACTION 

1 . This communication is responsive to Amendment filed 9/14/2004. 

2. Claims 1-25 are pending in this application. Claims 1, 12, 18, 22, and 25 are independent 
claims. In the Amendment, claims 1, 4, 7-8, 11-12, 14, and 18 were amended and claims 21-25 
were added. This action is made Final. 

Specification 

3. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
1 50 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

Applicant needs to avoid using phrases such as "The present invention" and "means". 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-3, 8, 10, 12-13 and 21-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sklarew (US 4,972,496). 

As per claim 1 , Sklarew teaches a filing appliance comprising means for holding a 
plurality of sheets (col. 3, lines 37-40) wherein at least one input field (Fig. 12c) is provided with 
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a position-coding pattern (col. 5, lines 61-64) and is adapted to be filled in by a drawing device 
(col.5 5 lines 57-60) which records, using said position-coding pattern, positions in the input field 
in order to digitally (col. 7, line 38) record information entered in the input field (col. 5, lines 61- 
67), and an initiation icon is provided (Fig. 10, SAVE; Fig.l2F, INSERT), wherein a detection of 
the initiation icon by the drawing device is adapted to initiate an operation in a computer system 
communicating with the drawing device, in which operation an information object is created 
(col.l 1, lines 41-43; col. 12, lines 55-57), which is identifiable at least by means of information 
entered in the input field. 

As per claim 2, Sklarew teaches the input field to be adapted to be filled in at least with 
text (col. 12, lines 28-29). 

As per claim 3, Sklarew teaches the input field to be adapted to be filled in at least with 
an illustration (col.4, lines 33-35). 

As per claim 8, Sklarew teaches a filing appliance wherein in at least two sheets in a 
subset of said plurality of sheets are provided with a position-coding pattern, so that information 
filled in on a sheet in the subset can be recorded by said drawing device (col.5, lines 61-64) as a 
digital graphical input (col. 7, lines 37-38), and a send icon provided with a position-coding 
pattern (Fig.l2F, INSERT), a marking of the send icon by means of the drawing device initiating 
an operation in a computer system (col. 12, lines 55-57), in which operation graphical inputs 
entered on the sheet are transferred to the computer system (col. 3, lines 42-45) and optionally on 
to an external computer system (col. 10, lines 53-57). 

As per claim 10, Sklarew teaches a filing appliance wherein said information object 
comprises a file (col. 10, lines 23-25; col. 12, lines 55-57; added text inserted into file). 
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Independent claims 12 and 22 are individually similar in scope to independent claim 1, 
and are therefore rejected under similar rationale. 

As per claim 13, Sklarew teaches the computer system to be integrated with the drawing 
device (Fig.2; col. 5, lines 59-60). 

As per claim 21, Sklarew teaches the filing appliance of claim 1, wherein the initiation 
icon is provided with a position-coding pattern (Fig. 10, SAVE; Fig.l2F, INSERT). 

As per claim 23, Sklarew teaches the filing device wherein the information object 
electronically represents the filing device (col. 10, lines 23-25; col. 12, lines 55-57). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) in view of Gough et al. ("Gough", US 5,603,053). 

As per claims 4-5, Sklarew teaches a filing appliance wherein in at least a subset of said 
plurality of sheets are provided with a position-coding pattern so that information filled in on a 
sheet in the subset by said drawing device (col. 5, lines 61-64) is recordable as a digital graphical 
input (col. 7, lines 37-38), the filing appliance comprising a number of icons (Fig. 10). However, 
Sklarew does not disclose the filing appliance to comprise of a number of appearance icons, a 
marking of an appearance icon by means of said drawing device being adapted to give the digital 
graphical input a visual property. Gough teaches an appliance to be input by a drawing device 
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wherein the appliance comprises a number of appearance icons (Fig.2b, icons 42, 44, 46) which 
when marked provide the input a visual property relating to stroke weight (col.6, lines 23-28). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the teaching of Gough with Sklarew in order visually enhance the input of the user. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) and Gough et al. ("Gough", US 5,603,053) in view of Microsoft PowerPoint 
("PowerPoint"). 

As per claim 6, Sklarew and Gough teach the drawing device to give the digital input a 
visual property but does not disclose the visual property to relate to line color. However, 
PowerPoint teaches a drawing device adapted to give the input a line color (page 2, line color 
icon). It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teaching of PowerPoint with the teaching of Sklarew and Gough in order to 
visually enhance the input of the user. 

9. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) in view of Borgstrom et al. ("Borgstrom", US 6,738,053). 

As per claim 7, Sklarew teaches a filing appliance which comprises an address field 
provided with a position-coding pattern (Fig.2). However, Sklarew does not disclose an order 
icon, a marking of the order icon being adapted to initiate an operation in the computer system, 
which operation performs an order of another filing appliance to be delivered to the address 
entered in the address field. Borgstrom teaches a system for initiating functions using a drawing 
device wherein an order of additional sheets can be initiated through an icon (col. 7, lines 51-57). 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
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include Borgstrom's teaching with Sklarew's apparatus in order to provide a quick and easy 
method of ordering appliances. 

10. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) in view of Wildermuth (US 5,950,188). 

As per claim 9, Sklarew teaches a filing appliance wherein said information object 
comprises a database (col.l 1, line 58; character object added to database). However, Sklarew 
does not explicitly disclose the database to be in the form of a table. Wildermuth teaches a 
computer system wherein a table in a database stores and retrieves information (col. 5, lines 41- 
42). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
include Wildermuth's teaching with Sklarew appliance to increase the flexibility of modifying 
the data and make the database more user-friendly (Wildermuth, col.5, lines 55-58). 

11. Claims 1 1, 14-15, 17 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sklarew (US 4,972,496) in view of Lamming (US 5,535,063). 

As per claims 14-15 and 17, Sklarew teaches a filing appliance comprising an archiving 
icon (Fig. 10, SA VE), a detection of the archiving icon by the drawing device initiates an 
operation wherein position information corresponding to strokes of the drawing device is 
transmitted from the drawing device to the computer system (col.5, lines 61-64; abstract, lines 6- 
8). However, Sklarew does not explicitly disclose the position information to be of strokes 
generated after a reference time point which is to be set to the current time in connection with the 
transmission of the position information and stored in the computer system. Lamming teaches a 
system of time-stamping strokes entered by a drawing device which are then stored in the 
computer system (col. 2, lines 8-20). It would have been obvious to one of ordinary skill in the 
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art at the time of the invention to include Lamming' s teaching with Sklarew' s system in order to 
provide a fast and efficient method of locating previously stored information. 

Claims 1 1 and 24 are similar in scope to claim 14, and are therefore rejected under 
similar rationale. 

12. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sklarew (US 
4,972,496) and Lamming (US 5,535,063) in view of Morishita et al. ("Morishita", US 
6,335,727). 

As per claim 16, the system of Sklarew and Lamming teaches the reference time point to 
be stored in the computer system, however, does not teach the reference time point to be stored 
in the drawing device. Morishita teaches a drawing device with the ability to store time points 
(col. 13, lines 34-38). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to include Morishita's teaching with the system of Sklarew and Lamming in order 
to provide increased portability of positional information. 

13. Claims 18-20 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sklarew (US 4,972,496) and Eichstaedt et al. ("Eichstaedt", US 6,563,494). 

As per claim 18, Sklarew teaches a method for processing information comprising: 
receiving position information from a drawing device, the position information being 
generated when the drawing device is moved over a position-coding pattern (col. 5, lines 61-67), 
the position information including information that is generated before and after time point t 
(time is continuous therefore inherent for a time to exist in which the position information is 
generated); 
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However, Sklarew does not disclose inserting buffered position information generated 
before said time point t in a first information object wherein the first information object is related 
to a first filing appliance and inserting position information generated after said time point t in a 
second information object, wherein the second information object is related to a second filing 
appliance. Eichstaedt teaches a method of having multiple buffered position information 
generated before and after a time to be inserted into separate objects (Eichstaedt, col. 5, lines 15- 
20). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
include Eichstaedt' s teaching with Sklarew' s method in order to use the drawing device for 
multiple applications. 

Claims 19-20 and 25 are individually similar in scope to claim 18, and are therefore 
rejected under similar rationale. 

Response to Arguments 

14. Applicant's arguments with respect to claims 18-20 have been considered but are moot in 
view of the new ground(s) of rejection. 

15. Applicants arguments filed 9/14/2004 have been fully considered but they are not 
persuasive. 

Applicant argued the following: 

a) There is no teaching in Sklarew that is directed to a drawing device which records 
positions in the input field using the position-coding pattern. 

b) Sklarew appears to teach away from utilizing technology associated with "pen down" 
sensors, which is the sensor that is utilized in the disclosure of Borgstrom. As such, the 
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disclosure of Sklarew teaches away from the purported combination of references as asserted by 
the Examiner, these references are not combinable. 

The Examiner disagrees for the following reasons: 

Per a), Sklarew clearly teaches the device to record positions using the positional 
coordinates from the screen (col. 5, lines 57-67). 

Per b), Sklarew does not teach away from the Borgstrom teaching. As clearly stated in 
the Sklarew reference, pen down sensors are taught (Sklarew, col. 13, lines 11-31) therefore 
Sklarew and Borgstrom are combinable. 

Conclusion 

16. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Communications 



17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sajeda Muhebbullah whose telephone number is (571) 272-4065. 
The examiner can normally be reached on Tuesday/Thursday from 8:00 am to 4:30 pm (EST) 
and on alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Kristine Kincaid, can be reached on (571) 272-4063. 

The fax number for the organization where this application or proceeding is assigned are 
as follows: 



(703) 746-7238 [After Final Communication] 

(703) 872-9306 [Official Communication] 

(703) 746-9915 [For status inquiries, Draft Communication] 

Any inquiry of a general nature or relating to the status of this application or proceeding 



should be directed to the receptionist whose telephone number is (703) 305-3900. 



Sajeda Muhebbullah 
Patent Examiner 
Art Unit 2 174 




